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DETAILED ACTION 

Claims 

1. Claims 1 and 3-9 are pending with claim 9 withdrawn. 

WITHDRAWN REJECTIONS 

2. All rejections of record in the Office action mailed 16 October 2008, pages 2-3, 
paragraph 2 have been withdrawn due to Applicant's amendments in the Paper filed 15 
January 2009. 

NEW REJECTIONS 

Claim Rejections - 35 USC § 102/103 

3. Claims 1 and 3-8 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 1 03(a) as obvious over Yoshida (JP 2002085922). 

Yoshida ('922) teaches a honeycomb structure (See Drawing #1.) 

» ******** 
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comprising a plurality of honeycomb segments partitioned by partition walls and having 
a plurality of circulation holes penetrating in one axial direction; and a bonding layer 
existing between the adjacent honeycomb segments for bonding the plurality of 
honeycomb segments, wherein the bonding layer is formed by use of a bonding 
material including oxide fibers, inorganic particles; and a colloidal oxide with the fibers 
satisfying the following relational expression (1), 
1.0<Lx(W/D)/100<7.3 (1) 

in which L is an average length (fjm) of the oxide fibers in a longitudinal direction 
in a range from 10 to 100 pm, D is specific gravity (g/cm 3 ) of the oxide fibers, and W is 
mass percentage of content (% by mass) of the oxide fibers in the entire bonding 
material/(the bonding material), and an average diameter d in a cross-section 
perpendicular to the longitudinal direction is set in a range from 1 to 20 jum, wherein 
mass percentage of the oxide fibers having a shape defined as 0.5 < (a diameter of a 
cross section perpendicular to the longitudinal direction)/(a length in the longitudinal 
direction) < 1 is set equal to or below 50% by mass in the oxide fibers, and the W is set 
in a range from 10% to 50% by mass, with a plurality of honeycomb segments 
partitioned by partition walls and having a plurality of circulation holes penetrating in one 
axial direction; and a bonding layer existing between the adjacent honeycomb segments 
for bonding the plurality of honeycomb segments, wherein the honeycomb segment 
comprises any of silicon carbide and a silicon-silicon carbide compound material as a 
main ingredient (See paras. 16, 30, 44-60, 89 and Drawing #1, ceramic structure #10, 
with sealant #13a and porous member #20. Furthermore, see p. 6, para. 1 of 
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Applicant's Paper filed 15 January 2009 where Applicant admits that Yoshida ('922) 
anticipates the claims with L x (W/D)/100 being less than 30 and greater than 0.0625 
which clearly encompasses the above claimed range. Furthermore, Applicant does not 
assert or provide any evidence that Yoshida's ('922) above value must be greater than 
7.3 or less than 1.0. Whether or not portions of the range may or may not provide better 
performance does not make Applicant's invention patentable over a product already 
known in the prior art.) and inherently teaches a heat conductivity of the bonding layer 
being in a range from 0.1 to 5 W/mK since the composition is the same. In the 
alternative, a person having ordinary skill in the art would obviously appreciate or 
provide a bonding layer with the above heat conductivity in order to provide effective 
heat transfer without deterioration of the bonding strength. Thus, a rejection under 35 
USC 102/103 is proper (See MPEP 2112.). 

ANSWERS TO APPLICANT'S ARGUMENTS 

4. Applicant's admission (p. 5, para. 9 to p. 6, para. 1 of Applicant's Paper filed 15 
January 2009), thus, Yoshida ('922) anticipates Applicant's claims because Yoshida 
('922) teaches the entire range per equation (1) of claim #1 is noted. 

5. In response to Applicant's arguments (p. 5, paras. 5-7 of Applicant's Paper filed 
15 January 2009) that since Yoshida ('922) "does not always teach Applicant's 
invention" since Yoshida ('922) also teaches products having physical properties that 
are different then Yoshida ('922) can not teach Applicant's claims, it is noted that this 
does not make sense and is not consistent with the law. Patentability of an invention 
over the prior art is not based on the additional teachings of a reference that may be 
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different than what is claimed but rather whether the prior teaches what is claimed. As 
Applicant admits, Yoshida ('922) teaches all of the limitations of Applicant's product. 
6. In response to Applicant's arguments (p. 6, para. 2 to p. 7, para. 1 of Applicant's 
Paper filed 15 January 2009) since Yoshida ('922) does not recognize the criticality of 
Applicant's range and different compositions provide a product with different properties 
then Yoshida ('922) can not teach the claims, it is noted that Applicant does not set forth 
any unexpected results of its' composition. Furthermore, there is not anything 
unexpected about different compositions having different properties since no two 
products will have identical properties unless the products are identical. Furthermore, 
as discussed above, Yoshida ('922) teaches providing a bonding layer with the above 
heat conductivity in order to provide effective heat transfer without deterioration of the 
bonding strength. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brent T. O'Hern whose telephone number is (571)272- 
0496. The examiner can normally be reached on Monday-Thursday, 9:00-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Tarazano can be reached on (571) 272-1515. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/BTC7 

Brent T. O'Hern 
Examiner 
Art Unit 1794 
March 5, 2009 

/Elizabeth M. Cole/ 

Primary Examiner, Art Unit 1794 



